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DETAILED ACTION 

1 . In response to the Communications dated May 17, 2007, claims 70, 71 , 100, 120, 
135, 136, 143, 147, 152, 160-165, 167-188 and 196-208 are active in this application as 
a result of the cancellation of claims 1-69, 72-99, 101-119, 121-134, 137-142, 144-146, 
148-151, 153-159, 166 and 189-195. 

Information Disclosure Statement 

2. The information disclosure statements filed August 23, 2004 have been 
considered. 

Claim Objections 

3. It appears that claim 199 is unclear when it recites, "step of inputting at least one 
address includes the step of inputting a first address for confirming that the device is to 
be in a test mode and inputting a second address for specifying a test mode". Should 
the limitation of "at least one address" be changed to "at least two addresses", since it 
contains two addresses - a first address and a second address. As for now, the 
interpretation for this recitation will be in regard to just one of the two specified. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
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by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



4. Claims 70 and 167-173 are rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 ['088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

Similar to the claimed invention, claim 1 of the patent '088 recites "...an array of 
memory cells. ..a plurality of peripheral devices for writing data... reading data. ..a 
plurality of voltage supplies... test mode logic..." Unlike the claimed invention, claim 1 of 
the patent '088 further describes that the cells contain two elements. However, one of 
ordinary skilled in the art would recognize that dram cells normally have two elements - 
a transistor and a capacitor. Therefore, it is evident that coverage has already been 
given to the claimed limitations. Further, it has been held that omission of an element 
and its function in a combination where the remaining elements perform the same 
functions as before involves only routine skill in the art. In re Karlson, 136 USPQ 184. 
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For similar reasons indicated above, claims 167-173 are unpatentable over 
claims 1-67 of patent '088. 

5. Claims 71, 174 and 175 are rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 ['088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

Similar to the claimed invention, claim 51 of the patent '088 recites, "...writing 
test data... latching the test data... comparing the test data..." Unlike the claimed 
invention, claim 51 of the patent '088 does not include the term "seed" to further limits 
the term row of a memory. However, one of ordinary skill in the art would recognize that 
they are one in the same. Therefore, it is evident that coverage has already been given 
to the claimed limitations. 

For similar reasons indicated above, claims 174 and 175 are unpatentable over 
claims 1-67 of patent '088. 

6. Claims 100 and 176-186 are rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 [ l 088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

Similar to the claimed invention, claim 20 of the patent '088 recites, "...a control 
unit for performing a series. ..a plurality of peripheral devices. ..a plurality of voltage 
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supplies... test mode logic..." Unlike the claimed invention, claim 20 of the patent '088 
does not include the term "seed" to further limits the term row of a memory. However, 
one of ordinary skill in the art would recognize that they are one in the same. Therefore, 
it is evident that coverage has already been given to the claimed limitations. 

For similar reasons indicated above, claims 176-186 are unpatentable over 
claims 1-67 of patent '088. 

7. Claims 120, 187 and 188 are rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 ['088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

Similar to the claimed invention, claim 41 of the patent '088 recites, "...test mode 
logic... a latching circuit... enable circuit..." Unlike the claimed invention, claim 41 of the 
patent '088 further recites that the enable circuit is a write enable circuit. However, one 
of ordinary skill in the art would recognize they are functionally equivalent. Therefore, it 
is evident that coverage has already been given to the claimed limitations. 

For similar reasons indicated above, claims 187 and 188 are unpatentable over 
claims 1-67 of patent '088. 



8. Claims 135 and 136 are rejected on the ground of nonstatutory obviousness 
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type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 ['088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

Similar to the claimed invention, claim 52 of the patent '088 recites, "...selecting 
a memory block... writing test data... latching test data... comparing the test data..." 
Unlike the claimed invention, claim 52 of the patent '088 does not include the term 
"seed" to further limits the term row of a memory. However, one of ordinary skill in the 
art would recognize that they are one in the same. Therefore, it is evident that coverage 
has already been given to the claimed limitations. 

For similar reasons indicated above, claim 136 is unpatentable over claims 1-67 
of patent '088. 

9. Claims 143 and 196-199 are rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 ['088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

Similar to the claimed invention, claim 55 of the patent '088 recites, "...inputting 
to the device... enabling... confirming..." Unlike the claimed invention, claim 55 of the 
patent '088 further includes a step of inhibiting. However, one of ordinary skill in the art 
would recognize the two methods, overall, are similar to each other. Therefore, it is 
evident that coverage has already been given to the claimed limitations. 
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For similar reasons indicated above, claims 196-199 are unpatentable over 
claims 1-67 of patent '088. 

10. Claims 147 and 200-202 are rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 ['088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

Similar to the claimed invention, claim 56 of the patent '088 recites, 
"...applying... inputting at least two addresses... confirm..." Unlike the claimed invention, 
claim 56 of the patent '088 further includes the recitation of sequentially inputting at 
least two addresses. However, one of ordinary skill in the art would recognize the two 
methods, overall, are similar to each other. Therefore, it is evident that coverage has 
already been given to the claimed limitations. Further, it has been held that the 
provision of adjustability, where needed, involves only routine skill in the art. In re 
Stevens, 101 USPQ 284 [CCPA 1954]. 

For similar reasons indicated above, claims 200-202 are unpatentable over 
claims 1-67 of patent '088. 

11. Claims 152 and 203-208 are rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 ['088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 
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Similar to the claimed invention, claim 60 of the patent '088 recites, "...applying 
verifying..decoding..." Unlike the claimed invention, claim 60 of the patent '088 further 
includes the application of a write control signal along with a column address strobe. 
However, one of ordinary skill in the art would recognize the two methods, overall, are 
similar to each other. Therefore, it is evident that coverage has already been given to 
the claimed limitations. Further, it has been held that the provision of adjustability, 
where needed, involves only routine skill in the art. In re Stevens, 101 USPQ 284 
[CCPA1954]. 

For similar reasons indicated above, claims 203-208 are unpatentable over 
claims 1-67 of patent '088. 

12. Claims 160, 161 and 162 are rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 ['088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

Similar to the claimed invention, claim 67 of the patent '088 recites, "...a test 
logic circuit... a test mode enable circuit... a circuit for receiving and decoding..." Unlike 
the claimed invention, claim 67 of the patent '088 further includes the application of a 
write control signal along with a column address strobe. However, the basic structures 
are the same. Therefore, it is evident that coverage has already been given to the 
claimed limitations. Further, it has been held that the provision of adjustability, where 
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needed, involves only routine skill in the art. In re Stevens, 101 USPQ 284 [CCPA 
1954]. 

For similar reasons indicated above, claims 161 and 162 are unpatentable over 
claims 1-67 of patent '088. 

13. Claims 163, 164 and 165 are rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 1-67 of U.S. Patent No. 
6,324,088 ['088]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

Similar to the claimed invention, claim 67 of the patent '088 recites, "...a test 
logic circuit... a test mode enable circuit... a circuit for receiving and decoding..." Unlike 
the claimed invention, claim 67 of the patent '088 further includes the application of a 
write control signal along with a column address strobe. However, the basic structures 
are the same. Therefore, it is evident that coverage has already been given to the 
claimed limitations. Further, it has been held that the provision of adjustability, where 
needed, involves only routine skill in the art. In re Stevens, 101 USPQ 284 [CCPA 
1954]. 

For similar reasons indicated above, claims 164 and 165 are unpatentable over 
claims 1-67 of patent '088. 



14. Claims 70, 71, 100, 120, 135, 136, 167-172, and 174-188 are provisionally 
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rejected on the ground of nonstatutory obviousness-type double patenting as being 
unpatentable overclaims 1-7 of copending Application No. 20070008811 ['811]. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because of the following reasons. 

Similar to the claimed invention, the claims in Application '81 1 recites a general 
concept of writing data to one memory, latch the data from that memory then transfer it 
to a secondary memory, in response to external signals. Unlike the claimed invention, 
Application '81 1 does not specifically recites the particular circuitry that will perform the 
above steps. However, one of ordinary skill in the art would recognize that the steps 
recited in the claims and the steps recited in the Application are similar. Therefore, 
coverage for the invention has already been given. It is noted that it has been held that 
omission of an element and its function in a combination where the remaining elements 
perform the same functions as before involves only routine skill in the art. In re Karlson, 
136 USPQ 184. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections- 35 (7.S.C. § 102 
15. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 
102 that form the basis for the rejections under this section made in this Office action: 



A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effect under this subsection of a national application published 
under section 122(b) only if the international application designating the United States was published 
under Article 21(2)(a) of such treaty in the English language; or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that a 
patent shall not be deemed filed in the United States for the purposes of this subsection based on the 
filing of an international application filed under the treaty defined in section 351(a). 



16. Claims 143 and 196-199 are rejected under 35 U.S.C 102(b) as being anticipated 
by Keeth [U.S. Patent # 5,651,011]. 

With respect to claim 143, Keeth disclose, in figures 1 and 2, a method of inputting 
test mode information to a solid state device, comprising: enabling a detector [via 34]; 
inputting to the device a voltage outside the range of voltages used to represent logic 
signals [super voltage via 32]; confirming the presence of the voltage outside the range 
of voltages used to represent logic signals [via 40 and 12]; and inputting to the device at 
least one address containing test mode information [via 36]. It is noted that it has been 
held that omission of an element and its function in a combination where the remaining 
elements perform the same functions as before involves only routine skill in the art. In 
re Karlson, 136 USPQ 184. Additionally, it has also been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 
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With respect to claim 196, Keeth disclose, in figures 1 and 2, said step of 
enabling a detector is performed by the step of inputting a sequence of control signals. 
See figure 2 - ras, cas, we. 

With respect to claim 197, Keeth disclose, in figures 1 and 2, said sequence of 
control signals includes a write enable signal [WE], column address strobe signal [CAS] 
and row address strobe signal [RAS]. 

With respect to claim 198, Keeth disclose, in figures 1 and 2, said step of 
inputting at least one address to the device is performed while said step of inputting a 
voltage is performed. See figure 1 . 

With respect to claim 199, Keeth disclose, in figures 1 and 2, said step of 
inputting at least one address includes the step of inputting a first address for confirming 
that the device is to be in a test mode and inputting a second address for specifying a 
test mode - via 70 or 36. 

17. Claims 147 and 200-202 are rejected under 35 U.S.C 102(b) as being anticipated 
by Keeth [U.S. Patent # 5,651,011]. 

With respect to claim 147, Keeth disclose, in figures 1 and 2, a method of placing a 
solid state device into a test mode, comprising: applying to the device a voltage [via 32] 
outside the range of voltages used to represent logic signals, and while said voltage is 
being applied; sequentially inputting at least two addresses to said device, said first 
address containing ^information used to confirm the presence of said voltage outside the 
range of voltages used to represent logic signals, and said second address containing 
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information used to place the device into a test mode [Keeth indicated that there are two 
elements within a test mode - first, a test mode address vector; and second, a 
corresponding particular test mode]. It is noted that it has been held that omission of an 
element and its function in a combination where the remaining elements perform the 
same functions as before involves only routine skill in the art. In re Karlson, 136 USPQ 
184. Additionally, it has also been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

With respect to claim 200, Keeth disclose additionally comprising the step of 
inhibiting the device from normal operation while said step of applying a voltage is 
performed. See figure 4 and entire document, especially, the "Detailed Description" 
section. Keeth indicated that there exists a lockout state latch functioning to inhibit 
certain test operation. 

With respect to claim 201, Keeth disclose additionally comprising the step of 
ending the application of a voltage outside the range of voltages used to represent logic 
signals to take the device out of a test mode. See figure 4 and entire document, 
especially, the "Detailed Description" section. 

With respect to claim 202, Keeth disclose additionally comprising the step of 
inputting an address containing information to take the device out of a test mode. See 
figure 4 and entire document, especially, the "Detailed Description" section. 



18. Claims 160-162 are rejected under 35 U.S.C 102(b) as being anticipated by 
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Keeth [U.S. Patent # 5,651 ,011]. 

With respect to claim 160, Keeth disclose a. test logic circuit for a solid state 
memory device, comprising: a test mode enable circuit [22] for determining if a voltage 
outside the range of voltages used to represent logic levels is being applied to the 
memory device under predetermined conditions; and a circuit for receiving and 
decoding test mode keys [12] in response to said test mode enable circuit. It is noted 
that it has been held that omission of an element and its function in a combination 
where the remaining elements perform the same functions as before involves only 
routine skill in the art. In re Karlson, 136 USPQ 184. Additionally, it has also been held 
that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum or workable ranges involves only routine skill in the art. In re Aller, 105 
USPQ 233. 

With respect to claim 161, Keeth disclose additionally comprising a test mode 
reset circuit for resetting said circuit for receiving and decoding test mode keys. See 
entire document, especially, the "Detailed Description" section. 

With respect to claim 162, Keeth disclose additionally comprising a circuit [24] for 
inhibiting said solid state memory device from normal operations when the device is in a 
test mode. Also see figure 4 and the entire document, especially, the "Detailed 
Description" section. It is noted that it has been held that omission of an element and its 
function in a combination where the remaining elements perform the same functions as 
before involves only routine skill in the art. In re Karlson, 136 USPQ 184. 

19. Claims 163-165 are rejected under 35 U.S.C 102(b) as being anticipated by 
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Keeth [U.S. Patent # 5,651 ,01 1]. 

With respect to claim 163, Keeth disclose, in figures 1 and 2, A solid state memory 
device, comprising: a plurality of memory cells [within 52]; a plurality of peripheral 
devices for writing information into and reading information out of said memory cells [64 
and 66]; and a test logic circuit [54], comprising: a test mode enable circuit [22] for 
determining if a voltage outside the range of voltages used to represent logic levels is 
being applied to the memory device under predetermined conditions; and a circuit [36] 
for receiving and decoding test mode keys in response to said test mode enable circuit; 
said memory device further comprising circuits [12], responsive to said decoded test 
mode keys, for performing tests on at least one of said memory cells and peripheral 
devices. See entire document. It is noted that it has been held that omission of an 
element and its function in a combination where the remaining elements perform the 
same functions as before involves only routine skill in the art. In re Karlson, 136 USPQ 
184. Additionally, it has also been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

With respect to claim 164, Keeth disclose, said test mode enable circuit includes 
logic for receiving a row address strobe signal (RAS), a write column address strobe 
before RAS signal, the applied voltage, and certain address information on column 
address lines and for producing therefrom a latch signal. See figure 2. 
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With respect to claim 165, Keeth disclose, additionally comprising a test mode 
reset circuit for resetting said circuit for receiving and decoding test mode keys - 70. 
See entire document. 

Conclusion 

20. When responding to the Office action, Applicants are advised to provide 
the Examiner with line and page numbers of the application and/or references cited to 
assist the Examiner in the prosecution of this case. 

21 . .Any inquiry concerning this communication or earlier communications 
from the Examiner should be directed to Michael T. Tran whose telephone number is 
(571) 272-1795. The Examiner can normally be reached on Monday-Thursday from 
7:30-6:00 P.M. 

22. .Any inquiry of a general nature or relating to the status of this application, 
should be directed to the Group receptionist whose telephone number is (571) 272- 
1650. 




Michael T. Tran 
Art Unit 2827 
June 15,2007 



